ATTORNEY'S DOCKET NUMBER: 2003080-0089 (SK-744-CON5) 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Danishefsky et al Examiner: Solola, Taofiq 

10/058,695 Art Unit: 1626 

January 28, 2003 

Synthesis of Epothilones, Intermediates Thereto, Analogues and Uses 
Thereof 

Mail Stop ISSUE FEE 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

RESPONSE TO NOTICE OF DRAWING INCONSISTENCY WITH SPECIFICATION 

In reply to the Notice of Drawing Inconsistency with Specification, mailed from the U.S. 
Patent and Trademark Office on June 10, 2004, Applicant submits that Figures 3D-3F and 42D- 
42E, which are contained in the Drawings, are listed in the Brief Description of the Drawings in 
the Specification, as amended by the Preliminary Amendment, filed January 28, 2002. 

The Publishing Division has noted that an inconsistency exists between the drawings 
filed on April 19, 2004, and the Brief Description of the Drawings in the Specification. In 
particular, the Notice states that Figures 3D-3F and 42D-42E are contained in the Drawings but 
are not listed in the Brief Description of the Drawings. However, the Brief Description of the 
Drawings was amended to describe the recited figures by the Preliminary Amendment, filed 
January 28, 2002 with the original application. A copy of the Preliminary Amendment (Exhibit 
A) as filed and a copy of the stamped Postcard (Exhibit B) evidencing receipt of the Preliminary 
Amendment by the U.S. Patent and Trademark Office are included herewith. On top of page 6 
of the Preliminary Amendment, the Brief Description of the Drawings is amended to include 
references to Figures 3D-3F. On page 9 of the Preliminary Amendment, the Brief Description of 
the Drawings is amended to include a reference to Figures 42D-42E. Applicant, therefore, 
submits that Figures 3D-3F and 42D-42E are properly listed in the Brief Description of the 
Drawings as required. 
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If there are any further questions regarding the issuance of the above-referenced case, the 
Examiner or Publication Division is invited to call the undersigned at (617- 248-5215). Please 
charge any fees or credit any overpayments that may be required to our Deposit Account No. 03- 
1721. 

Respectfully submitted, 



CHOATE, HALL & STEWART 
Exchange Place 
53 State Street 
Boston, MA 02109 
Telephone (617) 248-5000 
Facsimile (617) 248-4000 



Dated: June 22, 2004 




C. Hunter Baker, M.D.~Ph.D. 
Reg. No.: 46,533 



Certificate of Mailing 
I certify that this correspondence is being deposited with the United States 
Postal Service with sufficient postage as First Class Mail in an envelope 
addressed to Mail Stop ISSUE ffiEComnSs^er for Patents, P.O. Box 1450 
Alexandria, VA 223 13-1450/^ ( 



June 22, 2004 
Date 



Signature 
Kenneth R. Maben 



Typed or Printed Name of person signing certificate 



3712665vl 
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Applicant: Danishefsky et al Examiner: Solola, Taofiq 

Serial No.: 10/058,695 Art Unit: 1626 

Filing Date: January 28, 2003 

Title* ^y^^^^^i^ Epothilones, Intermediates Thereto, Analogues and Uses 
Thereof 



Mail Stop ISSUE FEE 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

TRANSMITTAL 

Enclosed please find the following: 

1. Response to Notice of Drawing Inconsistency with Specification (2 pages); 

2. Exhibit A (14 pages); 

3. Exhibit B (1 page); and 

4. Retum Postcard 

Please charge any fees or credit any overpayments that may be required to our Deposit 
Account No. 03-1721. 

RespectfiiUy submitted, 




C. Hunter Baker, M.D. 
Reg. No.: 46,533 



CHOATE, HALL & STEWART 
Exchange Place 
53 State Street 
Boston, MA 02109 
Telephone (617) 248-5000 
Facsimile (617)248-4000 



Dated: June 22, 2004 



Certificate of Mailing 

I certify that this correspondence is being deposited with the United States 
Postal Service with sufficient postage^as First.Class Mail in an envelope 
addressed to Mail Stop Issue Fee, Qefmrnissioner^r Patents, P.O. Box 1450, 
Alexandria, VA 22313-1450 



June 22. 2004 
Date 



Kenneth R. Maben 



Typed or Printed Name of person signing certificate 



3712761vl 
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Filed: January 28. 2002 Express MaU: EL603009420US 

The Patent and Trademark Office stamping 
sets forth and receipt date (or both the receipt date and the S© 
continuation patent application identified as follows: 




of a 



APPLICANT: Danishefskv, et al 

TITLE: Synthesis of Epothilones, Intermediates Thereto, Analogues and Uses 
' " Thereof 



Application Comprising: 112 pages (including 87 pages of description, 24 pages of 
claims, and i page of Abstract); 59 sheets of drawings; and 76 sheets of formal 
drawings 

Using: Utility Patent Applicationjransmitfal rSjjir); 

Fee Transmittal (1 pg., 2 copiqg^?reliminai y Amendment (14pp3j ];> 
Statement Filed Pursuant to Dutybt Ui^CtSSire Under 37 CFR §§ L56, 1.97 and 1.98 
(3 pp.); Form PTO-1449 Information Disclosure Statement (3 pp.); Copy of 
Executed and Recorded Assignments (12 pp. total); Copy of Notice Regarding 
Power of Attorney (1 pg.); Copy of Executed Declaration Claiming Small Entity 
Status -Nonprofit Organization (2 pp.); and Copy of Executed Declarations 
(10 pp. total). 



Ji017 U.S. pro 

10/058635 ° 




Authorization to charge additional fees to Deposit Account No. 03-1721 



Attorney: KKS 
3360122_l.DOC 



Case No. 20Q3Q80-Q089 (SK-744-CQN5^ 



ATTOIWEY'S DOCKET NO.: 2003080-0089 (SK-744-CON5) 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Applicant: Danishefsky et al Examiner: T. Solola 

Serial No.: not yet assigned Group Art Unit: 1626 

Filed: January 28, 2001 

For: Synthesis of Epothilones, Intermediates Thereto, Analogues and Uses Thereof 

box patent application 

Assistant Commissioner for Patents 

Washington, DC 20231 

EXPRESS MAIL NO .: EL603009420US 

Sir: 




PRELIMINARY AMENDMENT 
Applicants respectfully request entry of the following amendments in the continuation 
application submitted under 37 C.F.R. § 1 .53(b) herewith: 

In the claims: 

1) Please cancel claims 1-58. 

2) Please add new claims 59-95: 

59. A pharmaceutical composition comprising an epothilone macrolide. 

60. The composition of claim 59, wherein said composition further comprises a 
pharmaceutically acceptable carrier or diluent. 

6 1 . The composition of claim 59 or 60, further comprising at least one cytotoxic agent. 

62. The composition of claim 61 , wherein said at least one cytotoxic agent is an anti-cancer 
agent. 



Page 1 of 14 



